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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 12-21 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claims contain subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventors, at the time the application was filed, had possession of the claimed invention. The 
recitation "so that at least about 25% up to 100% of each protrusion of the first ply is over an 
unembossed area of the second ply" in claims 12 and 19 is deemed new matter. Also, the 
recitation "so that at least about 25% to 100% of each protrusion of said first ply is arranged 
opposite and over an unembossed area of said second ply" in new claim 21 is deemed new 
matter. The Specification only has support for "at least about 25% up to about 50% of each 
protrusion of one ply over an unembossed area of the respective other ply" (see last full 
paragraph on page 8 of the Specification). The Specification fails to specifically provide support 
for "at least about 25% up to 100% of each protrusion of the first ply over an unembossed area of 
the second ply", as recited in claims 12, 19 and 21. Thus, this new recitation is deemed new 
matter. 
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Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 12-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schulz (EP 
0 344 056). 

Regarding claims 12-14 and 18, Schulz teaches a laminated tissue paper comprising at 
least two tissue plies with substantially identical embossing patterns, the embossing patterns 
consisting of embossing protrusions, wherein the at least two plies are displaced relatively to 
each other in a displacement direction, and laminated with the protrusions of the plies extending 
in the same direction (see col. 3, lines 20-45), such that the laminated tissue paper has a greater 
bulk than when the at least two plies are not displaced relatively to each other in the 
displacement direction (col. 2, lines 49-50 and see claim 7). 

However, Schulz fails to specifically teach a maximum distance D in the displacement 
direction between an embossing protrusion of a first ply and an embossing protrusion of a second 
ply, which is displaced relative to the first one, being set as a function of the height H of the 
embossing protrusions and the length L of the embossing protrusions in the displacement 
direction so that D is equal to the smaller one of the values of 12H and 14L, 8H and 10L, and 6H 
and 8L so that at least about 25% up to 100% of each protrusion of the first ply is over an 
unembossed area of the second ply. 
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Schulz teaches a tissue paper product having the same structure as recited in independent 
claim 12. Specifically, the tissue plies in Schulz are embossed with the same pattern, then 
separated from one another and longitudinally displaced relative to one another, and then 
recombined into an embossed multi-ply sheet with the embossments out of register with one 
another to prevent nesting, which is the same to that of the tissue paper product disclosed in 
Applicant's present application (see pages 5 and 6 of Applicant's Specification). Furthermore, the 
resulting tissue paper product disclosed in Schulz has enhanced softness and bulk (col. 2, lines 
49-50 and col. 5, lines 5-6), which is also the same as that of the tissue paper product disclosed 
in Applicant's present application. Therefore, one of ordinary skill in the art would have 
recognized that using a maximum distance D equal to the smaller one of the values of 12H and 
14L so that at least about 25% up to 100% of each protrusion of the first ply is over an 
unembossed area of the second ply was a workable option from these teachings in Schulz 
because the tissue plies in Schulz are displaced relative to one another, and then recombined into 
an embossed multi-ply sheet with the embossments out of register with one another to prevent 
nesting, and the resulting tissue paper has enhanced bulk and softness, which is the same as that 
of the tissue paper disclosed in Applicant's present application. Thus, it would have been obvious 
to one of ordinary skill in the art at the time the applicant's invention was made to have modified 
the tissue plies in Schulz to have a maximum distance D in the displacement direction between 
an embossing protrusion of the first ply and an embossing protrusion of the second ply equal to 
the smaller one of the values of 12H and 14L, 8H and 10L, and 6H and 8L so that at least about 
25% up to 100% of each protrusion of the first ply is over an unembossed area of the second ply 
in order to prevent nesting of the embossing protrusions of the respective plies and provide a 
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tissue paper product of enhanced bulk and softness. Furthermore, it would have been obvious to 
one of ordinary skill in the art at the time the applicant's invention was made to have modified 
the tissue plies in Schulz to have a maximum distance D in the displacement direction between 
an embossing protrusion of the first ply and an embossing protrusion of the second ply equal to 
the smaller one of the values of 12H and 14L, 8H and 10L, and 6H and 8L so that at least about 
25% up to 100% of each protrusion of the first ply is over an unembossed area of the second ply, 
since it has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art in absence of 
showing unexpected results. MPEP 2144.05 (11). 

Regarding claim 15, note at least one further tissue ply, which is superimposed to the 
laminated tissue paper (see col. 4, lines 14-23 and line 63). Regarding claim 16, note at least one 
further tissue ply is another laminated tissue paper (see col. 4, lines 14-23 and line 63). 
Regarding claim 17, note the plies are laminated by mechanical ply bonding (see col. 3, lines 46- 
48). 

Regarding claims 19, 20 and 21, Schulz teaches a laminated tissue paper comprising a 
first tissue ply and a second tissue ply wherein the first and second plies have substantially 
identical embossing patterns, the embossing patterns consist of embossing protrusions 
(embossments), each protrusion having a height and length, the first ply and the second ply are 
displaced relatively to each other in a displacement direction, and laminated with the protrusions 
of the plies extending in the same direction (see col. 3, lines 20-45 and see claim 7) and the 
laminated tissue paper has a greater softness and a greater bulk (col. 2, lines 49-50 and claim 7) 
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than when the first ply and the second ply are not displaced relatively to each other in a 
displacement direction. 

However, Schulz fails to specifically teach a maximum distance D in the displacement 
direction between an embossing protrusion of the first ply and an embossing protrusion of the 
second ply being equal to the smaller one of the values of 12H and 14L so that at least about 
25% up to 100% of each protrusion of the first ply is over an unembossed area of the second ply. 

Schulz teaches a tissue paper product having the same structure as recited in claims 19, 
20 and 21. Specifically, the tissue plies in Schulz are embossed with the same pattern, then 
separated from one another and longitudinally displaced relative to one another, and then 
recombined into an embossed multi-ply sheet with the embossments out of register with one 
another to prevent nesting, which is the same to that of the tissue paper product disclosed in 
Applicant's present application (see pages 5 and 6 of Applicant's Specification). Furthermore, the 
resulting tissue paper product disclosed in Schulz has enhanced softness and bulk (col. 2, lines 
49-50 and col. 5, lines 5-6), which is also the same as that of the tissue paper product disclosed 
in Applicant's present application. Therefore, one of ordinary skill in the art would have 
recognized that using a maximum distance D equal to the smaller one of the values of 12H and 
14L so that at least about 25% up to 100% of each protrusion of the first ply is over an 
unembossed area of the second ply was a workable option from these teachings in Schulz 
because the tissue plies in Schulz are displaced relative to one another, and then recombined into 
an embossed multi-ply sheet with the embossments out of register with one another to prevent 
nesting, and the resulting tissue paper has enhanced bulk and softness, which is the same as that 
of the tissue paper disclosed in Applicant's present application. Thus, it would have been obvious 
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to one of ordinary skill in the art at the time the applicant's invention was made to have modified 
the tissue plies in Schulz to have a maximum distance D in the displacement direction between 
an embossing protrusion of the first ply and an embossing protrusion of the second ply equal to 
the smaller one of the values of 12H and 14L so that at least about 25% up to 100% of each 
protrusion of the first ply is over an unembossed area of the second ply in order to prevent 
nesting of the embossing protrusions of the respective plies and provide a tissue paper product of 
enhanced bulk and softness. Furthermore, it would have been obvious to one of ordinary skill in 
the art at the time the applicant's invention was made to have modified the tissue plies in Schulz 
to have a maximum distance D in the displacement direction between an embossing protrusion of 
the first ply and an embossing protrusion of the second ply equal to the smaller one of the values 
of 12H and 14L so that at least about 25% up to 100% of each protrusion of the first ply is over 
an unembossed area of the second ply, since it has been held that where the general conditions of 
a claim are disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art in absence of showing unexpected results. MPEP 2144.05 (II). 

Response to Arguments 

5. Applicants arguments filed 2/22/2008 have been fully considered but they are not 
persuasive. 

Applicants argue "there is no recognition in Schulz that a change in the displacement 
distance of the embossing protrusions in two opposing plies increases bulk or thickness of the 
plies, e.g., where at each protrusion, or at least 25% to 100% of each protrusion, of one ply is 
over an unembossed area of the other ply as recited in claims 12 and 19-21". 
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However, it is to be pointed out that Schulz teaches the resulting tissue paper having 
enhanced bulk (col. 2, lines 49-50 and col. 5, lines 5-6). Schulz further discloses the 
embossments of one sheet being out of register with the embossments of the other sheet in order 
to prevent nesting, so the protrusion of one ply would inherently be over an unembossed area of 
the other ply. Thus, the resulting tissue paper in Schulz has enhanced bulk. 

Applicants then argue "the Official Action has not established prima facie obviousness, 
as there is no evidence of record to suggest that the value of D would have been readily 
determined through routine experimentation depending on the desired end results". 

However, it is to be pointed out that Schulz teaches a tissue paper product having the 
same structure as recited in independent claims 1,19 and 20. Specifically, the tissue plies in 
Schulz are embossed with the same pattern, then separated from one another and longitudinally 
displaced relative to one another, and then recombined into an embossed multi-ply sheet with the 
embossments out of register with one another to prevent nesting, which is the same to that of the 
tissue paper product disclosed in Applicant's present application (see pages 5 and 6 of 
Applicant's Specification). Furthermore, the resulting tissue paper product disclosed in Schulz 
has enhanced softness and bulk (col. 2, lines 49-50 and col. 5, lines 5-6), which is also the same 
as that of the tissue paper product disclosed in Applicant's present application. Therefore, one of 
ordinary skill in the art would have recognized that using a maximum distance D equal to the 
smaller one of the values of 12H and 14L so that at least about 25% up to 100% of each 
protrusion of the first ply is over an unembossed area of the second ply was a workable option 
from these teachings in Schulz because the tissue plies in Schulz are displaced relative to one 
another, and then recombined into an embossed multi-ply sheet with the embossments out of 
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register with one another to prevent nesting, and the resulting tissue paper has enhanced bulk and 
softness, which is the same as that of the tissue paper disclosed in Applicant's present 
application. Thus, it would have been obvious to one of ordinary skill in the art at the time the 
applicant's invention was made to have modified the tissue plies in Schulz to have a maximum 
distance D in the displacement direction between an embossing protrusion of the first ply and an 
embossing protrusion of the second ply equal to the smaller one of the values of 12H and 14L so 
that at least about 25% up to 100% of each protrusion of the first ply is over an unembossed area 
of the second ply in order to prevent nesting of the embossing protrusions of the respective plies 
and provide a tissue paper product of enhanced bulk and softness. Furthermore, it would have 
been obvious to one of ordinary skill in the art at the time the applicant's invention was made to 
have modified the tissue plies in Schulz to have a maximum distance D in the displacement 
direction between an embossing protrusion of the first ply and an embossing protrusion of the 
second ply equal to the smaller one of the values of 12H and 14L so that at least about 25% up to 
100% of each protrusion of the first ply is over an unembossed area of the second ply, since it 
has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art in absence of 
showing unexpected results. MPEP 2144.05 (II). As a result, a prima facie case of obviousness 
has been established. 

Applicants further argue "Schulz fails to recognize the benefits of selecting the recite 
displacement D and increased bulk/thickness of the claimed invention. . .one benefit of the 
claimed invention is that fewer paper sheets are required to form a tissue paper roll of the 
conventional diameter and firmness. . .Schulz is not concerned with reducing the number of 
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sheets per roll by displacing, as Schulz obtains paper that is essentially the same thickness as a 
conventional embossed sheet". 

This is not deemed persuasive. It is to be pointed out that the resulting tissue paper 
product in Schulz does have enhanced bulk (col. 2, lines 49-50 and col. 5, lines 5-6) and 
therefore would be expected to have the same benefits demonstrated by Applicants claimed 
tissue product. 

Additionally, Applicants argue "the paper of Schulz has a thickness that is essentially the 
same as paper prior to displacement. The claimed paper includes a displacement D so that each 
protrusion is opposite an unembossed area, or at least 25% to 100% of each protrusion of one ply 
is over an unembossed area of the other ply, as recited in independent claims 12, 19 and 20. As a 
result, the claimed paper has a greater thickness or bulk than that disclosed by Schulz". 

Again, it is to be pointed out that Schulz teaches the resulting tissue paper having 
enhanced bulk (col. 2, lines 49-50 and col. 5, lines 5-6). Schulz further discloses the 
embossments of one sheet being out of register with the embossments of the other sheet in order 
to prevent nesting, so the protrusion of one ply would inherently be over an unembossed area of 
the other ply. Thus, the resulting tissue paper in Schulz has enhanced bulk. Furthermore, it is to 
be pointed out that Schulz discloses that the re-joined two-ply tissue has a caliper, or thickness, 
essentially the same as, not exactly the same as, embossed two-ply tissue without the separation 
and recombining steps (col. 3, lines 59-65), which implies that the thickness of the re-joined two- 
ply tissue did change, even if it may be a slight change. Therefore, the two-ply tissue paper in 
Schulz is deemed to have some change in thickness in the end result. Again, Schulz teaches the 
resulting tissue paper having enhanced bulk. 
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Applicants' then argue "Schulz solely obtains a thickness that is essentially the same as 
that of two plies prior to displacement. Thus, the prevention of 'nesting', especially in view of 
Schulz as a whole, fails to suggest an increase in thickness or bulk as recited or any specific 
overlapping of protrusions and unembossed areas as recited". 

This is not deemed persuasive. Schulz discloses that the embossments of each ply are out 
of register with one another to prevent nesting, so the protrusion of one ply would inherently be 
over an unembossed area of the other ply in order to prevent nesting. Also, it is to be pointed out 
that the resulting paper disclosed in Schulz has enhanced bulk (col. 2, lines 49-50 and col. 5, 
lines 5-6). Thus, the prevention of "nesting" in Schulz suggests an increase in bulk. Furthermore, 
it is to be pointed out again that Schulz discloses that the re-joined two-ply tissue has a caliper, 
or thickness, essentially the same as, not exactly the same as, embossed two-ply tissue without 
the separation and recombining steps (col. 3, lines 59-65), which implies that the thickness of the 
re-joined two-ply tissue did change, even if it may be a slight change. Therefore, the two-ply 
tissue paper in Schulz is deemed to have some change in thickness in the end result. Again, 
Schulz teaches the resulting tissue paper having enhanced bulk. 

Applicants further argue "Schulz does not disclose that the displacement of the plies 
enhances or increases the bulk, thickness or softness. Indeed, the thickness is essentially the 
same as before displacement". 

However, it is to be pointed out that Schulz teaches the resulting paper having enhanced 
bulk and softness. The resulting tissue paper in Schulz is a result of the displacement (col. 2, 
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lines 49-50 and col. 5, lines 5-6). Thus, Schulz clearly teaches the displacement of the plies 
enhancing bulk and softness. 

In view of the foregoing, claims 12-21 are unpatentable over Schulz. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Catherine Simone whose telephone number is (571) 272-1501. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571) 272-1401 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Catherine Simone/ 
Examiner, Art Unit 1794 
May 20, 2008 



/KEITH D. HENDRICKS/ 

Supervisory Patent Examiner, Art Unit 1794 



